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L S ATl'RE AND SI Mih OF I NF mOCEEMyQS 

Thm is i patent nmntemem 'to;: ■ Much foe pmnmi ArrhuoCure ( erg 
rArthroOre") has accused o e.va u Smoh & \ t o v* Inc. rfomAh & Nephewfo 
infringing thres of ArthroCaeaA paints. 
• 4 Proceditrii Background 

There are s« issues m thus case which have been bifotc&ted mvo two phases. The 
s % rge , iblecont re set fo rst phase o 

ease whereas the issues of damages vbb A .:, .uA u turost ^ miaooe uere biforsawd 
for the second phase of the case. An epgrwd&v jury ma! was held en the mus$ of validity 
and utfnTigemeni from April 30, 2003 through May 9 f 2003. 

On May 12, 2003, the Court ruled that Smith A Nephew could submit its 

^ .w ♦ *-U!rt2 S , s s \ 

« 1 r ^ ed ; ^ beoveei the part ts g | u vs ; m t? e o t0 ::ik 0Sii 

- - " r 1 ^ ^ * - • * n> AiluvCere, but - o - emuoceasfn; A nhoogh , 
bnefing schedule has yet been agreed upon, xhis h Smith & Nephew N Opening Brief in 
Suppon of its biequitabic Conduct case, submitted in secordance with Smith & 
Nephew A proposed briefing schedule. 

B ThelHi Hr<voAA^er^te 

A :n:sepenme but $ t A A Nephew equesi 
for Nave to lade the deposition of Examiner Mendero arm. also seeks ieeve m 
this brief with such deposition testimony, with respect to the A 3d reexamination. 

Onnng the pretrial conference on April 15, 3003 Smith & Nephew raised die 
qoesdon of mfong such a deposooon asm supplementing ide inequitable conduct record, ;n 



g schedule for the inequitable conduct cone with Smith & 
uoCare died a \ o <• Eonry ot iodgoseut of No 
023;, ^ s -c^A tiur O 

isse Suiuh A Nephew bos opposed nod oioved m suAe 



me ey<;ns that the Patent and Trademark Office •' HOI grated permission to take the 

Exanisi-effit de P osniori M y > rr; at 5 $ DJ 5N> fhs Conn ndkatec 

tha? r v ^ m & potential ; c eat ki such hsp> > son lest eaor < k as 1 5 36) 



neposiOOT; iXtsiwriorw m alter the conclusion of the ev; denes, I thought 
tear $n a OeposOsoa sh.oiOd be taken to clarify issues. 

The Court also indicated that u would reserve a decenco on die issue of ike Examiners 

deposition, s ki. at 36) 

Po kwo;r - th« c •eehwoni of tr$ek the ret xe: rest; n en rictus to; \b- 1 Ph p new 

issued. Susce the pendency of the reexamination was the orky ground oo which the PTO 

hah dented Smith; & Nephew h request to take the deposition of the exartime;\ •> ikat 

A \ M v - » , v> H o - 

Solicitor's Office to take the deposition of Exaawner Mendea. (Exhibit A to the 

vupe ts tee e tec ere Miiisx D t x * 

ieverahie response is expected shortly. 

Accordingly, Strath & Nephew skoeld be given leave to take the deposition of 
oxarauner Me- she trod suppienteet the liwuintable eortduct record wok iesttroooy hoot 

SOW: 

pp gt MMxhO «*$ MNd xt| \w 

hath oo everyone involved la ntoseceoon of the patent appkeauoo. kkekanon of this duty 



vhh the Coords tuques;, ike sccoowaayoig M arse! en Dec. also include 
or - so the case of the tile histories -■ the pontons of the tnal exhibits 



SC3 v ^ - subject x>agr .3 he 

valid being unenforceable due to equitable c . toaeranons. 
v ^ ^ - - s ^ v \ V 
<• k k \ see< v , .'vs. 

The »ues elated o \ > Cm < neqii ahk*< idea n conr*< *nh ^ s 
3nJ P^oem^ s s * 
prosecution of the 0382 catena are based on the testimony that came out at tend, 
particularly from Dr. Goldberg e \ Rattle., in aaidibori. under the unclean bands 
doctrine, because the three patents at son are so closely ranted, the inequitable conduct at 
connection with any one or two of the patents tonus the others, and renders thoro 
me ro ; tble as well 

AtxhroCare eomootted meqenable conduct wub respect to the Ab> patent ra 
overcoming the Examiner's rejection baaed an the prior an Rocs < 198 patent.. La 
particular, Artie of fare's a; house patent attorney, Mr. Joan Rattle, deserved the FTC) by 
misrepresenting the disclosure of die Rons I :>S patent, by -omitting material infoomaoon 
about the teaching of the Rons A 98 parent particularly at found by j udge Canuck m the 
,loV>,nx. e.w 1 v. £ bo son casts and ay nofoaig tr.asiea.dmg aeguraeais about outer references, 
foe Ornek opunou n peroenho ^ n mates a tdoto enon dsubi that v ... re ace reel to he 

Ye; at? Raffle a 

xx - 'is own t. Mx no <. m-m iu ^ oi a * V * rw u ». d . ..u >. uc nmo mo 
types of roeputod.de conduct. The fast relates to ArthroCareA failure to disclose Smith & 
dua.aam s sen r . is ; ihe Taylor ex - on Declaration 

ea required by MPE? 2001..06(c). The second is closely related to AnhsoCnreA 

ntncaobuiCi an 3ui is ires < ; 'the TR patent, and Krthx ChtmAs arguments is 

overcoming the Roes ; " I dh patera coring scab proseeedori. I.a particular, Mr. Raffle bed 
tmtnerous otlRhe-rocotd telephone conversations . a the t - .cm. e regarding die merits 
of foe reexamination before a font Office Action on the men is and v. about ul-aa timely 
3 



mtervnaw osmmaoes. ali in clem vnCanon oOba aopheable Patem Office rales it 15 
-ved ?h< * c c 5 a < 3 *■ s soared Oe 

s ^ v ^ ^ ox^ no v x Nk > , 

respect to toe fioos ' I 9$ patent during prosecution of the 092 patent wohoat oar!brmm,a 
arty independent analysis. 

.ArOroCare committed inequitable conduct wad respect to the 012 parent nx 
conraecbora wnh obtaining the Cerbheate: of Correction iorcOutn I of die Odd patent. 
Ton; s the Certificate of Correction that changed the scope of claim 1 of the AST patent 
ay oroaaetinnt the clams to reduce the number of electrodea that were motored fey the 

Oast two storrnadve misrepresentations, and alao Oded to expOto how the somalled 
''correction" would broaden the clams when he clearly had a doty to do so. 

Ill, S T T F MZ ST OF FACTS 

The relevant Ocas are set Onb in the Aryatmem sections, as appropriate. 

IV xfPCAAhPM 
I an t ^ 

The e reOttog as the scene of meqasdahO conduct derives Oom the tact that 
patent apphcattone ace prosecated at secret en uo.ow proceedings which involve only the 
appbesast and the patent examiner. AccombngAs the canes oom the Sapremo FOnrt, the 
Court of Claims, the Coan , and Patent Appeals, arid the Fedora: Circuit, have 
ad consistently hale Oat patent any. >,ev\ and everyone now! van , toe apphcatiOTt 
process have Ant aixeomprotmerng duty of candor to the Patent Coke 
F 1 nc<nxp^nnw ^ n t * , < v * 

Secaasc proceedings ;n the lOient office ate conducted on an oxo>nwe basis, the 
Sapraroe Court has explained that Otjhoee who have applications pending wnh the Patent 
Offke Owe cr aoeotrtprorn sme lata to rep n to it a I tacts soocenomg • ssible fraud 



si — u> ;:. B! c; :: . .ggmeaou: are require or prosem.ue paoun apphcaoons : m 
nlnn. gooa tanto ana mnnntyoT tguonng Pfo/isj p£C v. funnon, /sc, 4:< P. 3d 

x v < » < < Senium* \ 



onderiymg purpose" 

l A J proem u an nor m the gcnerad rule ,,,y, ? o omaopohes 

paramount one rest or sseing thai patera monopolies spring dare 
oackgroarma tree Pom traud or other insoumTie conduct and that such 

op>e 

-nekton instrument. 324 U.S. at Bid: ?Tn Pro&tor Ombk Co, v, Kimbwfy-Q 
* v m s \x * s 

- v * hcihorni t 'or ,o has Troon m no megi nai • ; sot .an ; dude 
ttonrnonrs sets of contmiesren, eg... suhmiesmo of false odduoeuoo. as wed ea 
^naoap e.g duado v. dm 

^ 553 1 [5 to the 

The federal Circuit arocutated a Omnntep analysts ~- inoodong rntdntgs of 



im«4) a$ dmoan 



" ^ o -nm vu 

a threshold level of matenahtg. The court most also determine o herder 



:; ^ « N thai die Pitenu;-/; ) k ark Offset PTO grants oerra xs on $ take the 

o (4/15/03 Hearing Tr. at i 5-1 8} (DJ 3? 0. v N ^ 
mat it was willing to nominally consider such deposition testimony. (M at 3S06V 

3 "-C- ' -tuh.es soy mose to just kind of take up pismtOPs suggestion 
that true ought he an issue thai I would have a better tool has once i hsaro 

dep x i 

ifnu, m tacn a deposition should he taken m CarCy issues. 

The Conn also indicated that ;t would reserve a desasiors on the Issue of the EmosnserC 

deposition. Co. at 36), 

^ v v o \m ^ , m eoxv „ - s < s » 

issued. Since the pendency of ;he reexamination was the only ground on which the PTO 

m \ \ s s s ^ o ^r v v n ^ x ^ - ox 

gnoiiod was now mono Smith & Nephew momnh renewed, its request with the PTO 

Solicitors Office to take the deposition of Eaaunrner hdendea, (Exhibit A to the 

Opening Brief h; Support Of Its bieomtsble Conduct Case CMarsden Dec.'V A 
favorable response is expected shortly 

* x Smith P Cephew should be given Cave to take the deposition of 
Px.auuner Mender, and supplement the ineotutsbie conduct record wuh testimony Pom 
such deposition. 

PL \k \*\* uO tH soon Mi M 

Proceedings in ihe PTO impose an Omooniprorosrng duty ' : of candor .and good 
Cob on everyone revolved in prosecution of the patent application. Violation of this duty 

\t - m.mewoammg Msmdee IVn w me eeics 
the trial exhibits, or »» in the case of the hk histories the portions of toe oaal exhibits 
referred to hereon 



beta AnthroCaro : kv.^ ase, mh conduct in ;o\; -a wuh each of the 
three paints in sun fee issue? related ; he 59 ; < ad 1 ; * nsteras aen. ono <~o ish 
N ^ ^ ^ ee \ v s v w v eonsc w 

patent, and paovUaji> ;e connection voth his hkrohcata of Corrector? obtamed dar;na 

v\ ^ e \S , ^ 0 - * 

— s\ x * e A eg tAnga-cM N , i-^i j!vf^>^,S 

doeuone. because the three patents a" suit are so closely rotated, the ineoahabae conduct 
connection with any one or two of me patents noons ihe others, and renders them 
unenforceable as wdl. 

AnhroCaro committed ineqiutabk conduct won respect to the 4 592 patent in 
overconsmg the fotatretier A resection based on die poor art boos ' 1 9d oateni in 
particular, AtehnAAoeA hnhoase patent attorney, Mr, John battle, deceived the b!0 hv 
misrepresenting hre disclosure of toe Rons ; 1 9$ patera, by oruuung material mhuToabon 
about the teachi ng of the boos A 98 patens panaabarrv as numb by iaA>e OrnrV ^ to* 
aea.co^oc, ore v. eoneor? ease, asm by making rmskteshog arguments about other references 
The Chaack opsoaon .as parocnlar eats metered mksarnauoo itself that was required to be 
sebruioed to the bTO pursuant to MPbP 200i .bbtei. Yet bis. Rattle did \ do so. 

With respect to the reexaouuoeoon of the '53b patent. AnhroCare turcseehteo oeo 
types of inequitable conduct. The hou retates as ArshroCareA failure to disclose South & 



soother; danog prosecution of the A92 patent, and AnhroCarcb argame 
— ^ 5 sos' i H patent during such prosecs t on Ln particular, Mr B sffle 
N - i - - NS er regarding v r 



ode?" kw >eu- o w a u > n 0 ka: , , ,.f v , NN , y^ w; O ro: ce r ^ cs { , , $ 

ExaiT ' ;r; -- r 3m -k P- ?TO ' ^ argument ihk Mr baffle had wnsk made o^r 
respect o v Rons * ; 98 patent during ov\ of the take, patent without per lon-rung 
soy ^dependent analysis. 

Artbo^kae wce.wawb aeuuramk conduct nob. reapou o the vek pace: :e 

This is the Certificate of Cornet ion thai changed the scone of ekuni \ of the CA2 patent 
by broadening the claim to reduce the number of electrodes that were required by the 
cloai fhoni four to two. in obtaining the Cerkhkase of Correction Mr Rsbak mode a 
, v two affirmative ^ e , s a end ako febed in expCm how too sowaueb. 
"correction*' would broaden the daoo when he dearly had e duty to do so. 

Hi VfA n MEM OF FACTS 

The rkevam tents are set forth in una Argument sections, as appropriate. 

C \RCI MKM 

\ ! end a* Rekkop to faepobkbte i oudnet 
The; iaw relating ro the issue of inequitable conduct derives from the feet that 
petere appucaucas arc proseeated ?n secret eyyomr prncaebings which awoke only the 
- cwi sua v -naa c v awnu .k . ^ ^ n c oes eoai the eupieme Conn v 
Court of Claims, the Coat! of Customs end Paowi \« v arid the Federal Circuit, 
ad conswteoby kbd Cat pctem applicants and vow ww a^ok «l ai the ayphcatioe 
process have "an ancnmpromw;eg duty of caadar to the Pawn! CRCeC 

L Coeompromlskn? f>atv oC Candor sab Cwso tkota 
Because proceedings in the Cnoui okke are conducted on aa ewwowe hasno the 

kK t as coeau a pass-bk an 



.arneoeso uadsrP 



fed (da. a. C v - n „ f nc ^ 32 ^ , ^ x 



^ (fed. Co. 1995)); ./hCooa Corp. v. Schlatter v 740 F.2d 152.9. iS3§ (Fed 

ims (kii ? °- c " Iulor ls predicated upon reasons edpohey and pnscncaauy. By * 
under ysng ; . 

<ln0i ;o UK ; n F m °t ^acaots to a tree and open nnsrseo '] ne hsnreachinc 
500181 Mx * conscpro > r >*\ r * ( e the p, ~ 

paramount auereet na seeuyg thai parent naanooohes sonny dona 

v ^ ■ ;VO*r 

a- a^ va , of ^ 

■aeooon fmrumem, 324 U.S.. at Si 6; Jdo Proctor si (JamMe Co a. Kimberiy-i CC 



; ae r errors; Cunuu pan obeerved daat oaequnabC conduct aam inchCe 
^ ^ s ) brmation, as well as 

sstonsa e.g. PoPare to eiesciose anauoaa.; odoonsoaond d/h adeaeaar & Co.. v. .boa .i 
v /ne, 747 F.2d 1553, iSS9 (Fed. Co. 1 984), 

The Federal Circuit articulated a Paonstep ar^Iysss involvxng findings of 



o $ ;o\F follows 



* the* fce - ca^k 
The coort must also deteroone whether 



oaiartcc mates 
culpable the r 



Materiality 



! - : •' V ' C " A eoeouroeaoe cowanct occurs by a patentee F 'OstTwwatow oasscpwsarosoon of a 
material tact, \\ o to disclose material nddnrwooe, or wFrrwwwo of laFc waiewe 
sntbrtoailonf' Srmal-Myers Squibb Co. v. Rhone -Poulenc Rorer Inc.. 226 ¥ 3d IsFb. 
1233 (Fed, dr.. imTiiqttotmg Molins PLC v. Fe.wwaw Inc.. 4$ FJd I FIFF 117$ tFed. Co. 
I 995». IwlFamsatwn is rnawnal when Apt rafows,. or is mcopsastem with, a posAon the 
applicant takes m IF Opposing x argument of an potent ability relied on by the [Patent; 
Ofioe, or («) Assort: on an argument of patentability" J / FFFIf. F / J6fhj(Mh AA 

^ * x N \ v * o : " o^ v * - x v Aww a a 

sabstaotial likelihood that a reasonable exam-net would consider it aawmarn m deciding 
whether to allow the application to wow as a patent *- Matins AFC 40 FJd at 1 179, nJ. 
Fhe r ederat Cite alt baa "adopted daw stand and m of materi F-w ' 

M - 1 Ac PA A wrwco F J\ A- * wiAewd abexe w ARC one- Feoe?aA Ac at has 
yen ;:: c wan- at - u whethw Far eh awe w the Haw wbi change as oso rfihe Owosonable 
examiner" standard. Ft. sea owe- Dayco Prods*, Inc. v. Torn! Cmmtnmeni. Inc., F003 
A9 olsFaFAF * {Fed. \A May ftF 3w)w pAhns, wc nave noi dewded whether tha 
lVK ^ - F v ~ N !: "-a e a 0. x wOaw , s M , , - x v x 

1 ^ s - x , x 0 , v s s > > ^ v xx s arphwl x 

"reasonable exannrwA stoadord to yatenw that were died after dw I Idol, change to Rule 
5b. x x s x 267 F Ad 13 AF 1380 fFe 

Cows' 68 f .oooocd 5 OF. 



! -> .dodds Whichever standard ihe Conn ?\ on: $ an decides ,e emolov. * nnenooe d 
falsehoods and ormsfcot* {] , 0 o bonbon) rcccer-o cnder the newer PTO rule aa „ 
m under the "reasonable ensooned 1 standard. P^rSepnve Biosystem, doe. v. 
Fdo/eed. Fee, 225 F3d 159 1322, n.2 (Fed, dr.. 2000). 

e denes, fox Indusmes. Ptc, ■ Structural preservation Sv.nanen, Jrc\, 922 f .2d SOL §04 
(Fed. C9r 1990). But a reference does not have to render a w >« * «Mto be naaternd.. 
PerSt>pn\-e Bicsystetns. 9-c . 525 r 3d <U j 322; Merck d € o , Inc. v Cobban Pharmacol 
inc., m F 2d 14 IS, U2F (fed. Car. 1989); Gardce MaKufaaunng, dee. ■„. 
Lighting Co.. 120 F.24 1200. 1214 (Fed. Gr. 1987); A.M. Dick e, Butroum 09m.. 798 
F9a F9799 134? {fed. Co. 1986V. C&nsviitfafed Ahmmum Corp. ,. oFeaneo Imemationai 
and. 920 f .2d 804, 812 (Fed. (dr. 1990); RCA Carp. v. .Dam General Carp, 1Q\ f . Seen. 
456,4 4(D Dei 198BF #9, 887 F 2d 1056 (Fed Cn 1989) 8ns* , UyersSqM. 
320 F 3d at 1237. 

3. luimt to Mislead or Fieedv e 



nig of noq:niab9 conduct aa 9ioera :o decent 5' 



^ s < v - - 9m < * Bokca ? 4 

; end 0e< , 882 f 2d F85b s 1502 {Fed Cit 99d * ere d , 860 r 2d 412. 4FS 

(Fed- idir. i 989); Fed;?? n rdroa £9 v. 0>vso9 Cdere;en/ 09 , 722 F.2d 153d. ; 5'"{ {Fed 

Since ndopnng One 9rne.ro a> deceive" standard in Kixgsdowx, the Federal Cdraan 
ana nd^r c ,rn a n . -ere , , v , • \> r \9 ' o ' - * w ; a.\. - ^nn he 
proven by drrect evidence." Merck 9 09,. 873 F.2d at 1422: see nice Paragon Padmsry 



Rather; this element of inequitable conduct, mute, generally be inferred from the facts i 
Circumstances setTOtemmg the apphcattbx overall conduced; LaBouniy Mfg., tec v. I 
.semen, iraaei.om m eeC f.ad 1996, 1076 {Fed. Cur. 1992; pdDnect proof af wrongful 
snteot is rarely available but may be interred from clear and convincing evidence of tin 
surtoondtng circanmtances79; /m//;byr/orc 925 s et 144.2: by m 9oe me. v caeemo 
CmCeesoe i^ ;i dr decern s 28 CbFQ 2d 1362, 1 570 2 0D. Del. 1993) PPaecauas 
s m ideneeof art mtctn to ^ ^ nnep, vV ,g c e,, 5n - - , ; , : ,g,, ,, r c , r , 

1992), Meremom .imemnxme v .Me^r«?y M?.^beoo,eor k M 25 USFQ 2d 1304. 1310 
CM.D. Calif 1992} ("Rarely will tbere be direct evidence of a intent to deceive < 

ninoeact. , ... Such intent must frequently be eletenritned from the facts ami ciroumatance 
ot me patem proiate. to to rCbi .-moode dm. v. Mememm iVbt.ee;g el A/m^pdemr^sj -; V;. . 29 
CSPC) 2d ISCi, 153S i'EI). Team 1991 1 CThe threshold level ofpeem noes em v\ 
evidence ef deliberate scheming and need not be shown by direct «\ ,m ve > ..-\ , 
Touch me v. a/memo Mechanical System mm 24 fSPQ 2d 1349. 1555 CD. Ml 1992 
pwdthberare conduct can be inmired bom dm tact that the applicant bad knowledge of 
•ne : - -\0 r fee. - i 9, ,m „ -„ - <s x , „, rd , ; ;\; ; ' < 9 9 1 < v s Oo' , 
1 393 a bdmA end Cecbee b;c. v. /soever- .feewce Center, 765 F. Sapp 1. 129, 1 137 (D. 



aossnee of good faith justification for the faded conduce 



IbmCm. 1 2 L'SPQ 3d at i59,'9--4 Mumm Pat 



materbduy is clear k n "difficui? to e«abbsh kabatcax- good faith' v to Drove: 

bto drawing of an otereTter of in eat :e> net ad. 3d 1 .paobn| I kb i T , %{ &m -ov > € 
Co., 835 Fad $411, 1415-16 (fed. Or !^?;:^^fe(> ; ^ 120 5 3d at 1256 

withheld ^ , o > would be materia; to s P TO's consideration of the tauea; 
appheabonbb; see odo ICoaaatets 267 E 3d at n?5-?6. 1 380 (same). -Further, where 
withheld - o -\ ^ s fwpernk v 1 fee e ^ v - ; CJ due - . < ; „ 

0 v ^ 0 OVW 

than sufficient to overcame an Inference ofbotem to tonkead " teMfuvc ^CC 
326 FJdal 1239 

In laB&unty the Federal Circuit pointed out; 

No s;ngie factor or combination of factors can bo sold always to 
require so inference of intent to mislead; yet a patentee iaci.eg a ktah level 
- f - tap- sr4 clear proof tnat u knew or Puns k 1 ave aw o 'hat 

can expect to nod it dit >es ^ s at eg aed 
faith" snflkaent to prevent the drawing of an inference of intent to 

oixon to est.m* sa aa..a x , , onuacO s ill not - e In n ^ o 
circunuoancesf' 

UBoumy. 9S8 f.fkl at IQ76 (quoting FMC Corp.., 835 F.2d at 1416), bandar ly. in us 
most recent ntonouneemem on the law of inequitable conduct, the Federal Circuit 
mplowaiku b- hvnsi-uiK^roiki u la; J Cvc : rw wka>. 

pw o to, a! totenaaav i r*v wwomt . r \, tb ake fobioa our, be krw 5 u km bao to 
disc lose as sufficient to estabbsh intent. 0 .demob vfvem Squibb, fed f 3d at 1240. 

Tde auaenahty una intent standurks ate ba.ia.aasd - i.e. the more material a 
reCreaee. ate x the degree of altera tkat nmst be proved to o ^ inequitable 
conduct amnuo/Cs/ema Squibb, 530 F 3d at ;53a PUvhea balanced against high 

^ Ov ^ - * n ^ < < s s on v 
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1439. Once ^ \\ conduct is found, ah claims of the ootent are uneud*m:eai 
8rwpf~Mye? s Squibh, 326 F 3d at 1233; J. P.. Stevens, 74? F,2d at ! 561. 

8. Specific Instances of > ; on ton* Conduct Is bton^ctlns \\ \th 
sntono are\ F 



Snuth 32 Nephew redes on umqcoable conduct conuonted bv ArrhroCare and as 
e s ov\ec^w connet - - \ „<• < , \\ s 

reexatrnrmnon of the '536 patent. The issues related to the to92 end toco patents ^ 
previously pled. The issues related to AnbooCsreb mequuehto coodoet ;n coarse toco 
won :oc todd potene oud paxueulatoy .r . . e, ,o s. won the Coni beats of Corrscuoo 
ootauwd dornig proseeudon of the "832 pateoo ore based on toe tesdotony that caene oot 
at triad particularly horn Do Goldberg and Mr. Raffle," .to addition, under the unclean 
hoods docenne because the three patents o oot axe so ku % related the nssq at d- , 
conduct so conoeoiion with coo one o; ou) ; the patents taints the . bun o oent(s) such 

WOOOOOw Otoe O FoseCCiXtem 5*0 

9!dF.2dS04 v S10(Fed.Gr. 1990), 

AnhroCare conooooed uooqooable eoodttct one respect to too to92 patent os 
overcouueg too Examiner's rejection hosed oo die poor act does ; 1 93 pateoo fU S- 

claims siood rejected over the does to 911 patent. The rejection was based on the 

v The . should hbetuiiy oo'ssod plesdtnys to condom o? the swoteoce at tonal. Fed, .R. 
Civ ! tosto'to c.e g d b a: reefy- s 

Aoww 31 Fee, toop. 31 d tobtfho 2222; booh no Act dm doouo coon d to see tonne ns 



town; (oaten;. eOTOigcoicro detooderO waa allowed u> ; 

1 * - ten s N ^ ed b 

as wao uoecforcoahiet. 



EaammetA unbetsiarAma ihr the > ym maem uAeteads d>scsos^ the use of 
cActneady condiuumg fluid, which was required by ; > claims of the 1 592 application. 

.In overcoming e Es^metN e ee o^ AnAeCateA uw gctem 
Vr lobe RafOe, deceived the RIO by misrepresenting the disclosure of the Roos 1 
»tem. by omhi info > *• « F 8 > 

parneuUriy as found by Judge Omck m ihe earlier ArthroCare v. Ethicon case, and by 
making misleading arguments about other references ~ wOhom bothering to discuss the 
E Aasser mi Rons article which undercut those arguments. South A Nephew A proof of 
such inequitable conduct is supported by the mat testimony of both Mr. Rattle md Smith 
& Nephew A eapert Dr. Taylor (whose testimony was not rebutted at traby as wad aa the 
- «t ndd>ednva* *s< hetektwmrra 

*. The Refection Bml m the Rm$ HW Ftteat 

On Febmary 2a, 2000, the RIO issued an Offce Action rejecting virtually ad of 

- V v s N „ o v V - N s 0 

Roos Ada patent alone, or rendered obvious by the Rons Add patera in combination with 

some abet reference AHA AO 1 si ! 3A7, Exhibit C) A the Office Action, the 

Examines characterized the Roos AOS astern as follows Ac si. in; (emphasis added i: 

The device .includes a spaced return AectreAe us shown bv Fmure i . A 
^asiana duns passes airongc the sssal lumen of Ae device. Aeeu she 
mum eieeovad; « removed Aum Ae nebv utuaure. s canauctue fluid 
us ecaaoAm Ae currsni flow path. 

; used by the OA er in i era * conductive bind 

must ewiplete die current flow yadA •••• meant tbat the Examiner understood the 

disclosure of eondaeove dnA in uie Roos 0 98 patent to be Acecessardy gresentf or at 

" V X x -> \\ ^ N s C x - C v , X ^ s 

Vonst u tax p Ad 1 add g A< 



id 



acnaaby review ckim I of the Rous f 198 patent. 5 Had he done so, the Examiner 
eeminh would have referred \ c am i oft t Roos < p t ent as s pp >rt tu j h 
rejection He certainly would not have issued a v . o ; based on v > amends 

Vj spec- be<r;g iorrnex < , 

ekctoade wRcd LS adapted ^ be niied , hquid {a p , 0V : de e i ecmcai 
\ sa sou s 

b \ Ih^b^m-r i\i Vh eirKalR K oaduetn e Flush oa Roox 
It ;a clear that the Oiqtud to provide siecrncai c^kc^v' In slaon i of the 

^ S^t te sennas , s vcWaswd 

lor at Cast two reasons: 

first the words used in alarm I of the Roos s 198 patent dearly meet this Court's 

interpretation of "a tec troaaby conductive fluid" (4/9/03 Memorandum Odor at a) (Dd. 

353): 

fhueC shad be construed to caeao Caty fluid that facilities too oassaao of 
ch\r.ruuh ourrem ' 

in its dehodioo, a!! the Court required was that the bend "facilitate!) the passage of 
electrical current." Of course, a 'liquid*' is a typo of "flutdb" aod since Ohahdaue" nseaus 
simply 'do make caasarC a "liquid to /wovtbe electrical conductance ' ;n claim ! of the 
Roos odd patent squarely nteets this Court's definition of "any bald that facilitates the 
passaae of electReal current C 



dmcond, it was amdtmmw at m j , : . r , am, ^ patem . 



f eiecow 



5 fluid. Here;: 



mphmv s m art 



N issue stf a? GOKOHD i. ^ . Vl ,^ 





x - have 

* r e warned a 

VjAdV.; ust ' batmen* ™ prostate and hiaddm mam, commonly know, 

* * «. 

4 , Q ^ Have yon dorm an. eieamooadmewmsni conamwawm of the 
teacmop 01 dm doos ddn mdh dm a m ow of dm dad amend' ' 

A. Yes, ! have. 

em ^ e mm, x v < o , > 

A. Y??sm have „ 

^ ^ ."\^\ 

awwtwo a/wnydoadw on/dm oat in Clam L basmndv the dwt /too m (1mm 
/. s mm edvmmta ti s.wmdsi 

. Awt pause on awa one/or a moment doer language that 
m oaoam Wwwn me draaang somas /man dawn / of the Roos 'laSpamG 

A. mat's correct 

: 9: .. J' hM fs whers found suppon for me electrically 
aa mnnrwwwt 

A. dev. 

x e , s sX v vN 0 m , n 

mpsm Or Go dears m moody w rebatmi m a mod \ Nephew's invalidity ease An 
■ .Arwmwww das crosswaarmaw Dr. Taylor on this swae. Dr. Taylor did not waver i 
>m 5n ?J a$ - ••v ;T ; ^he Roos dd3 mown; di eicaw i the a i« of . eetracmd 
wo va w.,w. dnleea. dm otdy wieawswn dm AxdmoCare obtained from Dr. Taylor 
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aneahy conduces fluid Is nor limited io saline or lac tared iaaagers. ban mste 
tides >% anyjhid that facilitates the passage of electrical current leraoha;es a^ 
Accordingly, Snath & Nephew has established mat the disceoere 1 
de electrical < e , s s > v«-asboi 

encb to the prosecnnoa of the 4 592 patenr and had been overlooked hy the Fx.^s 

«< * • « if an e ; ih^ 

^ wo v « x , , s x * s , > 

"h - . x oruinehve s 

&mm\ ® 22): 

as- e& 

eiecinciiiiv eonaaeavc Husd wnh says devices disclosed therein, a eaeeei 



v a ■ ^a-oa d- tv i vs . f mans 

sapeaea to the region et tno surgies! she is elseineaily condactive flair 



s squarely adtiotted diet when he made these arguments to the lex seamen he a; 
the choehisare of electrically ceraiacnve Paid, ro. ; "liquid to provide electrics 
ictaaae," as chant I of ihe Roos ; 1 98 patent, hai did cot ;eh the Eaarrreser aho 
he hateo- * Tr. at 1 5 1 o- 1 ~ « t OA - r n emphaaas added : 

x s s oa en t v T< - 

a) Via coo foci an ; ho ^n > a v oso* 1 -~ - , u n < tear? m 
A. I believe heads right. 

14 



Q The rejection involved die Roos parent; nghi? 
A. « right 

\- v 

your eia.-ms on the Xoos p.oen? because ise thought thai : 

A. x , .. 

0. AeR yo>a roth Acs An? is AAAc eeeAA 



:ni: ^ospinem aom uquia ro pronde ekancxi cxmduafancej : .ogAA 
A- / Koay/R-nnAor oAA the Roos pmmi Correct, 
Q A«o mot \$ wimym - >^ did * - him about A ^ 

A. SpecikAany about CArm 

0 ; Aoot 

A. f hoe t AAe>- so 
< me " eeom otA^hvcni \ o he < \o- - - i 

but he also krsov ovo other AghR- ouitenA rhings, Rrso o o undisoated thai he also 
knew thai Aaobge Orrsck hah apexabkaby found Rat ckom I of the Roos Abg parent 
akaeiosed eiecomaby eondootrvo thud re eoisneekon wnh fos either * v , 

Decision and Ordor of December £ , £99$ in the AnhroCare v. AeAooo ease (Exhibit D, a; 
TAR 



try desRe smerAsd to be used in 
\0;m current flowing droveer: ; 



Ahis Op An on was also cited in Smith A AephewA Answer 
at paragraphs £548, 22 A A 



§8, Exhibits E erdPtde: 



?scru>;ng the usee 



too alts Aaibe didn't ted the PTC) any of tree, and auenoonady chose not to 
provide this loRtrmanon to o Examiner. Instead, en - , , » - ; response to 0 

oxasonner away from has ,e;wkanoo that the Roes T9T guana Tun-?'- mlseeendy ducks 
eiectnoady conductive fluid. EAR at 22-25), 

\ 4E0E662 rohe %$1 patem'f \ ^ Exhibit Eg and argued that the E6? patetn 
proved that eAeoscaiiy oondtseUve bum was teat used o the Rons -\ name; tDIX- 3d 
so 22E4). But what he ado krsmxp and what he also never toka the Examinee was that 
ArthroCaee had made the satne argument as the AnhraCare v, AEnam case, and that 
argument had been rejected by judge Crocks ;Akooo rand am idecuioo and under of 
December h EoE at ! A Exhibit D); 

The Ceart notes that the devise deaenbed m the Eons Td7 patent wxss a 
specific devwe that asay not have ereboched ad nf she disclosure o f the 
Rous v 1 c, 4 patent 

« to kmee o th* Roots' 

1 2S patent these the Raoa " patent was. The EAasser and Roes artteT described the 



tt was else each routed at tread that the Ehwsses snd Rons article disclosed dsn use of 
eiesrocsby soodacove ba;d. (E?e To ;o lavO) The only admusion that AtahtoCare 

sotd \a E - m 

tecoo ^Laeteted Ringers," (To 1375-77) (EL 416). 



Specifically, Dr U>k- cxphar.ed the coaoecoori follows OFr. as 1 MM t[0 I 4-16 

Q Vv : 0 , , > v , 0 - 

w a\ ova s » < s 

pateao. righf' Fhads the oTT That was used Id pSforrn dS^raer/f 

da; wwgsrow. They Aoa tried another cuMhuaonon, aad Thave^Vioitsn 
w mctt nga.re a retars to in ahe patent, that worked but not as wed. " 

Ye*, instead ofexpttw* u> the if xammei what Judge Omck had found or 

refoaoaMtg betwseo the Eknuaar and Rons arreOe and the Rons MRS natent Mr tM 

made arguments that were contrary to Jadge Crock's ; no ago As sack. Ma Rano 

hugaoon winch w contrary to asserooes made to the eaaonoera ,\< o: ARto* 
fadusmes, /nr. v. ggioo Modoces Corp. , 2002 " 485008, at tN,D.. Toa. Maaud 

optmortM arfvg Rule 47 A 2003 WL 21212626 (fed, da May 22. 2003 a AfowoRi 



mi 



} topaaon , ,;unenoo at 



found to be auuertaO, rev >d on other grounds, 15 Fad. Appa. 83d (Fad. Or 2001); 

? V? F.Sup 1444, 

1422 (N D. dad, 1992), 

However, wad resgece to Judge OmoaA opoaom Mr. RafOa saoptv imed the 
apo-oon aa the 40th ot a lot of 84 aeeas drat dte Examiner eaaid get Ahe asked for a, 
without txanerrag ;a serai it to the R'TO aOIX A00 at 12 ! 00, see gaga 025) OEadibd Id' 
As sueX Mr. RatFk failed to provide 'lalaoiojb edemnation ... to eleredy rafonai the 



ti The PI O Reded on M r. RaAAA \»««<nrn o 
ts es x x \ « t - >e Amendn 

X) (DTK AO 1 at lAASh the Examiner withdrew his rejections based on the 
««rt . DIX m «t 33 1 A A Thus, it is ckar that the Examiner relied a: M. 



S S I \ $ > S N \ t 

(Fed. Cm 1984). 

* krikmCm-es \r%i\mt.im are I «** sblAg. 
^ e e has. made three v . x in m attempt to overcome Smdh \ 
Nephew's showing oAnemutable conduct m connection whh the AA> patent, (D.I. AAA 
Att arc uaavaiimg. 

I The Mff Verdict Is m mUmm , 
The jury vcrdwr has no rewvaoee to Smith & Nephew A meqoliabie eondect 
contentions, ArthuAAre has argued that Mr. RaffJAs tanaoe to dwAose claim t of the 
Reos =98 patent is not materia! in light of the jury A verdict.. (DI. -AS at 7), ArthroCare 
ma> make the same argument with respect to Mr Rattle as tauu.ee to discuss the BRasset 
and Rooa article, However, such arguments have no merit, for at least the following three 

First of a at a< i - A a hat 

independently. Ties is even more so where, as here, ArdwoCAre opposed svbrnhdng the 
qneattoo of AequdahA conduct to the < m as Motion to Limine* IDA 322), f tathen 
the jury was cot even instructed oo the law reiatmg to materiality or any portion of 

s s ere is no wa - s hs \s set 

Ann above, ArthroCare introduced no rebut Al evidence regarding the discAaute of 



r '^ J ^ h * 'T ns*n dur ny hi^ eon,; ^roso toe • oac cub - e-e 1 o \tahrei ^ ? 
crosa-eaatomai of!) Fayio appears d brood ,mg to suggest that the 

Ross 'dbg patent did not disclose a "enactor " fir. at (D.i 416), Thus, the 

jury might well have decided thai the Rons ' m innem ode noi araieipate the -536 patent 
because of lack of a connector.' 

Fioaby, n is web setbed thai the cook are: for anticipation and materiality are 
o Rerem, and that $ reference neod not anticipate a o der to be aaoer; h da a g 

-\ > , ^ d p. 3d ;n. 1322 (staong than a patent may be valid and yet be 
reochcred uoetdbreeabR non in loanable conduct); Moiins PLC\ 43 R3a at t ltd ("We 
reeograae that (the withheld refemtces) were ctted eventoahy to oho FTC) and that tba 
examiner initialed thorn *td passed the reexamination application to usue thereafter 

n Rer< ears o \ do , d 

Merrlii 

AribxcCare has also argued that there wm no need to ted tba Examiner about me 
disclosure of claim 1 of the Roos R98 patent, since the same Examiner that was 
considering the 'S92. apphcateon had ado examined the Rocs R98 patent, (D.h 42$ at 8 
tiny n n , ^ - , 

N ^ v * n Bp o Rierenaano was oeap< 

remereber one hoe beer; a ebinn he had reviewed 23 veers earlier. 

Ri any event, at triad Mr Raffle soaanby adtnitied that when he decided that he 

aim 1 of the Rons d 98 parent, he 



' R v;ew of the Court's loterpretadon of the tenm "connector ' as y d srracoire that 
edctneady links die electrode tentorial te die Ran Recpieney newer supplyd* (4/94)3 
N \ Order at at R3d. 333), ArbiroCareb cntnswvaioaninon of Dr. Taylor on 

this pond was clearly intended to confuse sad mislead she mine once ail RF devices 
s a - o have- ud a com set n >>< ok 

if 



oat no- base n;s oecown on ihe fact that he v^aa dealing o-gh the same Fsammct no 
examined the Rons x patent fir. 1541} > 417): 

Rous dbg patent 23 . ^ before the \ 7\ n - '-^R 

: R.. .. ' 'E u :?TU ^' ;? ^ >e - ^ remember ihe usee date of the Roos. 

R- _ w ^ R : - n'ocsasd that yon weren't going to ted hurt about 
75 u f m 1 Re Roos patent, did you nave Id 01010 that ho most 

MR. BLLJMBKFELD: Objection, your Honor. 
THE WETNESS: No.. 

: i Rn tRa urdnat ma o Rm 

Relev&M 

Roos 1 198 pater;;, citing to the reexamination of the Red patent, (D.E 428 at ?). R \ 
that any one o; there Eteamoters ever considered chum ! of the Roos RES paRR 

Rs shown above, hie teaching of 'liquid to provide electrical , \ ^ so 
claim I of the Roor R98 patent was highly material to die enammahori of Re E92 
oatent. In addition., the ERarner and. Roos article and .Rdge (Rnek R opotsoo - which 
fonod that both the Roos < RE patent and the IRsasser and Rooa aodele disclosed 
electrically eaandeehve fRid ■ • were both ago highly toatenaf Ibis ofcrnoso waa 
maternal muter any applicable attmelaol particularly in mew of ER RalEeR contrary 
arguments. Rll of tins ^nt, eRarly meets the materiality requirements of Re 

m w * x > \ w y- 

s, vmo-wm > \\ e^ e-v h R s e , 



- ^ vacs s - a. \ <, cc-^^i ,w j 

have great o \ * establishing siib;ccovc good doth sutPe>e;n o> ^v^— 

inference of Intern to misled ' SrmMiytn Squiht 326 9 ki at 1239 Indeed here, as 

tacts tbs.t (a) Mr. Fisfde k.rnov at die spanihcarice of the waJiheid ;rn2n^oiooo and tbt 
also koets of the ckas to disclose id 326 F 3d at 1 240 

Pans, aveouoabie conhuei at conrsscdon with the '592 patent is dear, and -he P92 

ArtbroC^ebi U^oaAte Cmdmvt In Cmmmm mth the 
93.3h Fata l 

39 ith respect u- the reexamination of the Pro patent. ArtbroCam > man toted r> o 

^ ^ O * * O X X \ x 

Vph^ s surnrucx inoganeot bncs *ek«nuj to the :ssue ot on s.nlo s Pie I ^ -or eveon 
report on invalidity aod the Rons Daemon, as repaired by MP.EP 2991 Opted 

prosecution of the '592 patent, and ArPsroflaaeP asgiaTieTHs m overcoming v Roos 1 i9§ 
patem donna such prosecution. In pern ^ dns relates to Mr. Rsffleds numerous nth 

tessaimnaooc before a m.a Codec Action on the menus and without dhng noidv 
interview summaries, si! ot clear vioiahoo nf the applicable PTC) rosea 

With respect to the second pre coo for meoiniabie conduct, as discussed above., 
V N f O M o sort \ , ^ o* s A 

- ^ V o v. ^ s , v e 

\<u As^ ofbme so v 
21 



\.-e - ; , \> x r Rams doo made eoht respect to she Rooe- s lb§ rairr 

isci? ftformatioa from Utigatioe 
" ^ - ^ o ^ , , v ^ v \> \ 

peodeoc) of tins m : .sit s - . ord ngh the poo i - os of bfPEF 2 10 hex audex.d 
1 Obfr ? specifies ihst * ac assertion tl ax o o oie during doaou s * hich i 
ry jo aaseruorux made to b-e examiner is msien&L and ooott be disclosed 
ooiaatio — HgMiao 

Wnere v aobjoct oiateor for which a paieru ;s beora southed ;a or 



; i ooortoa.ru uioce. oxxoiptes or sacd 
■odeooe of possible prior pobdo use or asks, 
< Ca ite 

s ot ^ o 

crbon thai ;x made domag boganon wfbch 
ode to die exanaoer. bbrxxoo bbooiau /or 
1 ha - \* 



uocoroeeo cod iestunoov. 



, oeooxoxoro, and other 



ore eg in? oat i ■ ; die 0 dace oi 

: c ; e.e ^ ouwe -< Oou - x — , » , ' 

ooed for asking tbr bother materials or the hhgaoon 

MP BP bxfd.CKdc! 

The knomng violation of MbEP f lOOhobfc) coosrhufes inequitable conduct, 
boo boexixoox /.eee/b^ fbr.Oiob/oo, /oo. v. 5bhex?xp|"P/oiogh Corgx, 68 f.Soppod SChh 
— db bb Ibvb) ft Although too opinions addressing aueeginsbie conduct, allegations 
baaed upon Information gathered to rehired litigation are fbxv as number, the opinions 
teach cioarly that Role Sb ood . o * ioegeoahle conduct lavr apply o " * \v 



P^<!fo^rdatedii?i| ess < < , . ^ 

and us represemaiww, inching Mr. Radk. knew abota me teqmremems ci MPEE 
2001 .06(c), and (b) MoUted MPPP 200006(c). 

r> , ltd \ \ ) 
^ v , \ s ^ o v 1 u o ww St \ 
as knowing about the requirements of MFEF 200! .06(c). 0; particular, in commence 
with the ores s "592 osec anon, Mr. Raffle e PTO m 

competitor had brought MFEF 200! .06(c) to has .attention, and that be was subnOtooc 
inOarnmdott to the PTC) in accordance with the rt^uiremsms of MPEP 200 E 06(c). 
(DTXM0O at 1 22, Exhibit II). 

Moreover, other representatives of ArthroCare, including 0s coal attorneys in 
case, were also aware of the requirements of MPEP 200! .06(c). m particular, during the 
bearing on November 0 2002, Smith & Nephew's cotmaei brought the teqmreowots of 
q v \ppee lH pawner c n xnkmM.cwNtru. eosowd i I " w. llae r s! p ; - ,n « >»* ,p j 
ISS): 

x ^ whm.ao-, 
ArtOrohwre took all of the 73 error art tekrences that we cded and ihev 
sico rook due very Erst invalidity kkk.ii that we served on mekoi son dree 
sera it into the Patent EHPke. Now. drew is a wis that requires this. ON in 
the M !> 0 w Rek ' k i due 1 ana c sew ■ t 10 kom 

Now, i sEeak ruse reaction in terms of what is soma to haoeeo ;o 
We wears m the rsexawi. We have, snow that mma; ;wwbd;w chare w« 
bavc soppienmoak oar invalidity . : .• • wece ieckidina with some 
new art mat we discovered ;n the coarse of the case sod beesase of that 
same rake ArthroCare is required to submit thai, edosmstwo w the 
examiner is wed so Eedl review den sod he could web euros so with 
t s - 

Hoover derma kCCk wpmceN adewoed Pen, bo- did mo sobmw nosnh 

& Nephew k expert reports or stn-raroar>pudgeuent motions on Invalidity CTr. at 1542) 
kDd. 4] 



■ "Although MPEP a 200!, 06<c) is not bnwhiw law, it is a useful tool to inform the Court 
of the [USEIGNl oEisia! ituerptetauon of kJ6(b) weawkw inrorewnos brought to naht 
s - < on . a, ws 



u > Jr i at y° u <M ' >0? sudma dsn an & NaehewN aisaaramis about v&li&tv i 
jteuona - i 

^ • ■ so • v- wee " ' '" v ~ v 

MR. ^ \ i > Objection. ^ Few-*- 

THE WITNESS: Thai's correct. We end mt s^N^e ^ 
reports " ^ and: the ;nw w\ ^.^v' " ' ° r " 

Neither AxihroCars oar Mr. Raffle *ubn»ncU Snath N Nephew 's suaimary 

V \ n v ^ 0 X V V x c; < v " W s N ; ; 

faykwN expert report on the issue of owpildiby (ExMbit 1) (see, p,f,.. Marsdee Dec. 
a i) : aePy Nor ant .ArtheiKNus sebrnu the Dncbaaoon of Eherhatd lloos (Exhibit 
Pao. was submitted with damn & Nephew's summary judgment motions how-. maw 



■ A Net 



a pattiwoaNy smee they 



dfare submitted 

Phe Dcclaraiion m pmkulm wmM have beep highly material in the reexammabo 
n aeeordaace with MFEE 225?d INE): 'ywEbdawis or declaradoos wheels explain vhe 
omenta ... of prior patents or primed publications a? amre detail may be considered in 
eexarrtmabon ..N 

ah ArlhroCaroN eooEdeaumEy h - a use is ! rismdhog 
Ardwoidare has odfered as aa excuse Ear failing to disclose Sooth & Nephew N 

atindeaiiah (Dd. Pad a? 1 IN 2). Each an argument a not ao excuse at ad. In fact, 
pdroCaroN admission that a aoenderedly withhold die eapoo reposes aad sotraoary 

x e^ o v e m - 

pr**eu<m with the N3h reexapppapoo.. The fact that certain of Smith do Nephew's 

N ' - s N s * PPvW O v 



ArthroCare an excuse tor Mling to disclose - he reports and bne* for at least the 
Mowing five reasons; 

{ I ) Not all of Smah &. Aetheo expert reports were marked sis couhdermal 
The -vp-rr reoons Coos Drs Chon arid Xhowarmo on tee nsue ^-a.M^ov nor 
marked aa confidential {Exhibits & and L respecti vdyy When ArthroCare was deciding 
to withhold Dr. Taylors expert report on the ground of confidentiality, it roust have 

« - ^ o on de s w 
inference to V dm* n is thai ArihmCare wdimlh arid intentional!) withheld I -at arena 
front the Patent Office. 

C:2) la addition the onA iofonoetloo included within Or, Taylor's exnen 
* 1 1 S * &Ne P smtnm^ dgois brieiore %t| was 

> < oA - Smnh & N v c u>K 

was entirety up to ArtUroiAmTs own decision as to whether or not. a would disclose this 
information to die F'TO. Clearly, ArthroCare would not have violated this Court's 
x ^ - N ^ wXx. N ^0 OV, s 0 Ov- 

information to the PTO. 

(3) If ArthroCare had aw doubt ahout whose coOAIerioal mtorwation was 
contained in the Taylor expert report and Smith £ Nephew A summary wocrteru bnets, 

^ et n uaANr .sonss So 

^ x v v ^ v v xaa^ knrrmA t cted Smith 4 

rapem! > cnge< S re ; an nwCareo free tc ;C< o$e it 

to the PTO. In addition, ArtrireCare also e o Orw approached the Cowl A a had any 

* ° x O v. ^ \o\ \- ^ 

this case speclfkOA pernOr. the parties tc hie rrwtsowt to seek each modi ihra.il on. (D,L 
40, 1 25). 
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Nephew A summary judgment, bnefo ArthrsCare could have disclose Ae w^i^s o, 
were not confidential including, for example, the Rons Declaration. (Hsbubh Ps 

x ^ "X \ - ^ s s . ^ , a - o , s 

reexamination tree, e.g., PX-7 3 ? 277-78} (Exhibit MP so h realty has no excuse bar 
tat p| i 

' c * : "- i; *bb7'. x : rw>> . o^Ahe^e* ^4:y«^^h a,-v " o, 

°- 7 ( x ^ S6i oxi v >i : N \ e ot> > a" 
v Aeuon on v mesas, s Pese s v s were also not sunoxcaneed , required 
37 C.RR. § 1 .bob. hi and MP HP 2.2B h Tee abort "Statement" died by ArtheoCare t Fa 
. ^ * ve rule 

fcvaouoer during bo dspsosoioro there es eo way of knowing wino Mr. RaPOe said to ih 

X " ^ ^ ^ M^ v s s V U ,W\' v Al\: 

is known ; o. one. odor be spoke won Mr. roods, Examines Mendea issued so Office 
Aeuoo re svb.se h he esseoOahy parroieddaaek, verbaoon the eetirety of Mr, Rattle A 
orgoroeots nsade to Eaauuoer Cohen dwang toe earlier prosecution of the da 92: parent. 

^ * px ,m c - * \ % 

i i e. oo we sir. R i - A R 

1 l og patent tbs Exaonner doting these dweussious. Pad he done so, sorely die 
Exannnar would have rnendorsed it, and expAnxed why Miquid te provide 

res Ex bo P 
Mr. RafbeA .ww own highlighted - yellow. 



; 19S patem has nevet been mentioned in any pape? issued by any Exa-nnier in connection 
with Me -5)6 reexarmr^km, and accordingly, a as never disclosed by Mr Raiade. 

In order 10 perron South & Nephew to deietrmne jus! whai was said M Mr 
Raffle, the Court should grata Smith & Nephew leave to take Earner Mendea 
aapesa-oa. 

^ Court must analyse information gt orroioe whetl 

mat mMnoanon svas materia! 10 the pending application. Boehnnger, 68 F.Supp. >d S48 
The fact dan. AniaaaCara provided some aaaeraa aifbrioatana the poor art, m :he FTO 
does ant preclude the possMMa> that the parties 4 arguments and export apireoas might 
also be mM&ml non-comuurd v« infcnawion under Rule 56(6). id at 5 50. Information 
is m aerial when 'tut re hues, ot is ^consistent a Pa a posiiioa the appneaen i ages in (i) 
[alpposnig an argument of to .patentability raised an by the (Parent] Office, or (!i) 
[alsaerting an argument of patentability/' 3? C.F.lt § I.56(h)i2Mi)dii). 

Smith o NephewN export reports and its sanuanay judgment arrets on the issues 
af invalidity doarly constitute material ioforraaban requnad in he diselosed under 

s 1 m^.x^KW.^.^ 
Motion for Summary Judgment of lovchday Based an Prior art (35 M S A3 §§ 102 and 
103) ID I 1162} elates the at soma arMref are as k ret ad as i , nanoabu a ofua 
ca.aw of Or, Mr >a-a - - ;\, Mv, M3 anO other poot ,ao wMoreaces Duong Pie 
proseeuaon af are ON v paiaat reeaaaansheia AriiaaCMe argued for paiematubiy aver 
these reMrerrees MMA at 23 1M4), a-, a, & Nephew A sammaay jadpneat One fa and 

<• - < x v x o o N s 

doeoaaents are clearly aaagrua and should have been submitted under MPFF 
§200? CMpa 



2? 



g ImetA ^ Mishap or lAowt 
Afkar anaAa-ng the mutj:-'\ of the prior hbgibon and ArC-Carc's counsel's 
s x s ^ edge , f - )n s 

neat inquiry is whether there is a sufficient level of interta Boehnnger, bd F. aeon A* at 

present litigation end da failure in share highly materia! negation documenta with the 
PTC. /e at 551 ('-because Boebnriger faded to disclose the argoutertie raised and the 
outcome of ih« preliminary injunction and suarnoaio odgmei proceeds as, e - oen 
ot deceptive interu on BoadrangeCs part sufficient to establish the substantial mam of 

A - patent s\ o \ fomA , n ^ , \ > memm.A o 

conduct. 

a. ArtbroCacAs loegottabie Conduct to Connection with the 
Add Patent 

bra; id A Nephew c on s with respect to the hdl 

patent relate to the circumstances under which ArahroCare obtained the Certificate of 
Correction harciaoo 1 of the AfC patent. 

Cms is the Certificate of Co tree t. ion that changed the scope of clean 1 of the S82 
patent by broadening die ekrnt to reduce tde number of electrodes that wore required by 

ekairodes: an electrode naorurtad an acme ^ecirodm a reonn electrode, and an 

On a A \Kn\ o* * 

ader tdo Certificate of Correeoam tde ehnui required oniy n electrodes: an electrode 
tcrnnosi and a retard electrode. ^ Certhkate of Correction attached to JTX-2). d waa 
andopated ;a oaai that if the Certificate of AAcrecrioo dad not been obtained (or waa 

e v x v - ^ «o, \ o 

.dathroCareA experb Do. Goldberg, (To f I A AXI. 41A)}. 
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^• rru:: ^ ^>-'^««t*^ »d also ft led to esphm : * called * . — mm' 

voui<a ^< me ciaim^ he e&riv h s u y to ew < >kmxmdtu 

v ^ \ w s e ^ o , x ♦ N \ \ 

expert Dr. Goldberg, as well as the lib himty tor the *S82 p^em 
a, Facts &£a&»g 50 PiSP rroseeodoa 
. x Decern s - \ % tie » \ i et -o s m-house pau arte 
^ - <^ ^ - e c . .♦ < ^ * ^, , , ^ * - x ^ 

v ^ x Mi Req««s Mr, Rattlr. - * 

N ^ M s N x mo s MtPmTwOmm 

v ^ e o M * * o^ tp, . v * < M » *\ v 
failed to cop ken how v so-celled "correction*- that he was seekotg would hroadea me 
seope of ids spurn, desmte toe fact tha?. the P.xanmur had expressly reded on die narrow 
scope of the chum when he decided to show the patent 

hs M? , v — -roatwa 

First of eld asm as support for his argument thet the changes he was seektng m the 
Cendlcete of Correction only involved correction of "typographical errors;* Mr Raffig 

- * - - > be o us ow. see the u Tt a< ^ 
electrode* woh electrode tenamwl "~ (Pi). htoweveu <e mat, Mr. Hot us squarely 

at Mas asm mis arena -i parti cu leu when < from* wi mhe 
aeHu:ecouusroMT S ,uke. ; sppi;wOio.n . r 0; • . . ■ ana 2 th at Use same 



Mr. Rattle woo us;n g &n amorreet chum cumber. In a subsequent paper he filed on 
Apr: : 20. ; 99$. Mr. Rattle made dear that when he requested a correePon to chum 23. he 
actuaiP recent to request a correction tc claim i moteae. (DTX-306 at 239). Apparently 
x \ w,u; reieuws ;e Ptc appbcaoon clano. number, rather O;ao the issued claim 
number, when he hied his Request tor Certificate e( Conecuoo, tmee. as Mr. Raffle 
testified at tr;ah application chum no. .23 became issued shorn 1 of the MS2 patent. (Tr. 
;n N 'M ; 2) ; 4 i M Thea a should he ciear ma? m Mr. RaPkh Requesi Mr Certuwune 

aconrPy w v ;e chance , c i of the M8.2 pateei act dam; 22. 



tints that be amended application okum. 23 (which became osteot clstm I ) Mr q. a m^ 
was forced to admit that he in diet did not amend application clarm 52 to reebaee Mcdse 
electrode'* wok "electrode ;em;msC t Tr. 15 ! m i M 5 > tDJ 4M)as he had told the r FO m 

The Request for Certificate of Correction alleges that the errors bernst corrected 
o , m o - , * on art * - e - - x\ o , V Med r.rmc — v , e e " 
application for the MS.2 parent on March 25, 1997. According! v. b o useful to revmw 
that amendment The amendment sa included sn DTRMOO at 200-1 0, (Exhibit Co For 
5 vxv v ^ >R COO;. xv « 

m eo ^ ri - : s <w ;\e\ v„ * ♦ * ^ ceo- ' * s , . v , te c o; - m - 
chasm 52 idMvmh became patent claim 26). ' J As can be seen, Mr. Radio amended the 
claims that would become cRemc 1 and 2d so that they both included tm Mauve 
s Ow v r s - v \ t ve v - , 



5 2 ; veuaontha* 

bee ante ( In m ? i orrect 1 

Q. And st t.b.e same tone, von made the changes to Claim 1 , 
yon ado made changes to Chum 2d; right? 

A. Yea. 



Q Now, ;n this eRmt yott also led In the terms active 
elemrode o the men hoe of the cMm that became Claim 2d; v diet esghr? 



Ces ht >n 



veiyt was itsed to cress '-examine Mr 
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f ( 1 i as 2t ym sf ac ^ - e : \\ 



That's correct. 



■one aaam ;.u! siorw doles rwar we it; nghR 



;e scoTasrxwdow sixth hoe of Claim 26, sea 
; to ewatrooe teoraoad nghR 



There can he no doobt that s Raffle dwew that his stotenwnt w the Request tor 



■ who. 



s o s with ,\\ terrmnad" (DTK -306 ; « 234} was Rise, Indeed : when 
sled his Request for Cemfwate of Correction, Mr, Rattle expressly represented that he 

o^ee, , ee w ^ o ^ \w>,*'^ 

r>: ~ 2 ( w ^eh dessnae patent eiasm 26). Moreover, when confronted with the the? that 
' J N ^*R^ ^ - - o * \ do, \ - owewu, ' < ro-, , \ o a5 w on d 
. wtrpnse whatsoever. (Tr, at 1512; (Dd, 417). 

e., katdl >^ V\ . - v 

dir. RsRRd Ssoosd dlnresTssersaooo was a lode more subtle. One of the 



(.red, ddr. 240 R, tn a.a apparent effort to show that the error he sought to cones- 
hear, dir. Raffle , w a w, that there was an error w the - \w , , , Rwas for 
•Or Rsun RRRRX RR at 2.44} 

WW 0,r ::: 

ano 4 0; clean 23). AceotdittgR. w; order to correct Rus error at 



aroeeedetu bason Appbeam washes to change yscuve electrode" oa bee * 
" :de rods Ansona. 

H^ev-tr. what Mr RM1A in. no point oono the PA \ a as rhas Mere were othe? 
insiioeea oa the claims of the MS2 poam in which there was an or; proper aotecedem 
beans w/eoM eeee swceoasPA na .And^scM;,^ 

Msr example, during iron Mr. Raffle adrmued thai apphcauon aMias S2 rs h K A 
swoeno essued ;Omu M>t bee -w .on. -apr no o necc u; * w.wv w \ww< hue 



-\ ; beheve uno s convey yes, Ciaura 26. 

Q. As issued. 

A- As ;ssuen That's correct, 

x t n , v , er x * 
Fhsds eorreer 

Ana as chsxnssoO above, it is clear that Mr. Raffle reviewed apaahcehoa viae a 52 
when he fifed his Request for Certificate of CMrreedorp because he expressly uehl the 
FrO that he did.. tD DvACA at 233). 

d>ml§sson 

nAh Ms Raffle aiso committed ecya ; er se faded to eapAm 

; - "u" * A- "d,,oc As eroomoa * 22. ha ode . \\\ score M dee e.was. da-poe dm fact 
that he b.rssw the Examiner had ?eheoi res the scope of the Aescecawsted" claim when he 
decided to chow dve patent to ansae. 

As is not sasconiressre the Examiner provided a sortenseot of Ms reasons Ar 
anowmg Ae Ms2 patent to ;ssae. ; which rehed on the scope ofAepheaooa Mains 22 as of 
June .ad, 1Mb? -am before it wees broadened hy MA. Re AAA CertbAaM 



owing as an exansnsebs statensem of reasons for showaocc 
reeord does cot dtsctose or snggest a method lor applying 



- tmm k te ; ( \ V ; ^r 

AsAueacy voltage source; positioning N active eieetmde m close' " 
proximity to the tagger site its the presence of an electrically cors3eamuv 
terminal; and, applying a high frequency voltage b«iw^^h« ei7ctfn»v 
Arrmeal and dot return electrode, the Neb frequence vohauebemq 
sufficient to vagontie the laud ;n a - lav-- over at least a , mer of hhe 
electrode lenomal and to Induce too discharge of enersw ;o the tatoo; ww 

As eon bo seen, the Bxaouoer A Reasons tor Allowance was NearN based on the 
'"uncorrected 0 scope of application clam 23 as it essentially quotes that claim (compare 
the seas nsforA varum o >g < ?w:>3 rth In the Aoiendo 

Mas eh 25, 1997, DI'X-Aoo at 201 r Such a sratenaent of Reasons tor Allowance ;s 

v o ^ buuhog on the patentee, absent au objection, by the patentee thereto" * 
Ate. v. Ramm Compter, /no., 137 FtSttppAd 141, 155 (S.D.NV. 2002). 

n N \ oo k \ - eco < 

tor the application, (ads- eg:, DTXA00 si 220). Second, the statement of Reasons for 
Allowance was suae bed to the Notice of Allowability which was scut to Mr Raffle. (See 
DTX«306at22i), 

T he statement of Reasons for Allowance included an invitation for coiTtoieras or 
i ; ass (DTX \(H at 122 23 - hut nmw were ever box; •>> Mt Ralfk instead oi bin a 
an obiectiori to the sreneroeoi of Reasons for Allowance, or pointing out that the 
Eaaoiinee s Reasons hot Allowance was dependent on alleged ^typographical errors" - as 
any reasonable patent attorney would do If there really were typographical errors- ~- V 
Raffle Simply died his Request for Certidcate of Correction and never once mentioned 
that he was changing the scone of claim 1 . 

Notes Re; Certificate of Correction, the Examiner chocked the bos marked "no" to the 
question that ashed whether the changes would Nmjateriaby Amu the scope or meaning 
o elauns t w m ewimone v H tOh -2?) ( ea > M 



* Eaarre 



AnhroOAra ^ streroooaOn argued mai the Certificate of Correction did 

oooao judgment held on April 0 2003, ArCa^CarCs coeosoi argued tha 
leeie of Correction d;d oot broaden die ebon. (Tr at 163-041 tD L 335; 

, comrarv to ths n \»* by ArthroCare (To U09C ; » (Do!. 4 ISO 

o~ Cooru 1 of on Aed; raaoo . . ; -ued e -r:o * 
A. I beheva - y«s, so\ that's correct 

Q as it o o none!, 

return ei ecu xfe U « an M one 

terminal; right? 

A. Those are the words in die Onanv pooled onaood nateou 



The 



ae axe too? onoaren; eCeuodee sn the noeled paicrio 



A. At Cast duee ; . roe 

00 At leas? Orree/ At Cast three, • ? ayoe four? 
A. Yos, sir. 



N ^o at 

. ^ ^ v. V v "O ! ON 

C Stnt s s 



A. Yes. 

e, Mr Raffish >1otm<i 

A? foe , ^ Mr. Raffle died bar. hau Request for , o ^ v 

Annro€are was E^&nng 10 nle suit agamst ERncon for aArmganmm of severe nateoaa 
meiuding the '*82 asmni ArthroCAre m fa- tlbed as iawsnrt ..gaaast Btbicoa on 

s?^n^o safb RafTi Okx w t Reques 
Card Scale of Correction, Indeed, it was apptmeoRy the pressure of the rmpending 
vv caused Mr, U-e to (a) fih his R^o« for Gmifkate of Correction on the day after 
the AaA p»em issued, and fb) arroneousfo refer to application claim 23 rather than patent 
ehr.tr, L as discussed above. Indeed, a was not unto A P nd 20. if 91 after the ArthroCa* 
a. foamon ease was web under way, that Mr. ReaiA ftfod for a Certificate of Correction 
* ^ > ,V foo, - - V 

500 at 239}.. 

Claim I of the A82 patent waa obviously aa important alarm for Mr. Raffle in 
eonoeeooaaab \ oOareAhovs > s a aon ! ofoh; ™ pat< t s „s 

y eight axaicUums o , ^ h* , m^Carea sen* a* i 
Erhfoom (bee Judga OrnckA Memorandum Decision am! Order of Dae ember A E998 in 
ho r i a?>> x Ac a i m, Exhsbii D 5 at 2) 

f, Matarblftj 

N - n 00 oso\o 0- \V n \; \_fo s 

H*y< 1 o ispute Bad Mi Raffle tola tha P I O a-at his Cera Ecate * f C armc; oa * ooid 

aataaily broaden the charm ana was aoatrary ta hie Examiner A statement of Reasons for 

n x * v ^ ^ a s ao \ - a » a 

^ * N > x v m - ^va n m v ^ s 

a s s ^ > N * - s s v x 

ire v i as naehe m bit 0 

.wd a ooa> of foe docket haar: -hat aase w attached as EAobn \ aroah \ \ - , v. ask., 
•he Couit to nAa y-afoaai netnw oi'amaa Acta. 



S( ca ed ;?rrc ^ na PP — ^ ? v nod .0 eeuon 

would not have issued: 

CO Intent to Mhkzti or INced c 
As ts typical m eases m which inequitable conduct o found, the intent to deem -ve 
hero may be Inferred from the surrounding ennaoarsnorces. Bm-tai-M^rs Sqmbk 32b 
F3d at 1 239 rdrue.ru m mislead does not require direct evidence, and is thready -inferred 
horn die facts"); /ie*#n~/hacfom Co. . Huu^h & Lzmh Inc., U2 F.2d 1556. 1562 
(fed. Or. 1919). 

Here, Mr. Rattle ^as clearly msrom m tuoadem , i , sad p:<cem so thai 
Nrhund.*re could die us sruoendjeg lav sun acamsi idfncer ; ^omr h tN sources 
succeeded or obtaining a Certificate of Correction dan in fact broadened claim I of the 
; 8B2 patent, in Generai Ehctiv Music CAr F . v.. edmnA Musk (d??o 19 F 3d 1495 (Fed 
Co. 1 004 the Federal Circuit held that v, a ureter of law f ) a false staterhent m a 
pern am to moke spoond a material A as m tins case here, t succeeds in prompting 
exeeaned consideration of the uppiK:auonA A at U\ L In the presem case, the 
x emfo Co >.i<>? u >n\« ;m m rj ;o- a f Oi ? m\o o V U^ \ ^fC^i duo a 

petition to make special merely impacts the procedural working of the 910. Second, and 

s cbaeiy related to the oalidhs 
rictus x I . eredenoalofltsmien m stead die f 

^ v v e-e s on o ix \ \ ^ cm v-o\s ceo * 

Aeeerdtngly, the : 8S2 patent shod,! be declared unenforceable due to mecumable 
conduct.. 

yrtbret arc A tar-qmitat rnerti 
1 »o i o $ cm*) 

The Federal Cuoun haa identified a two-factor mar tor dndrng related patents 
maerOmmdN » ; } uvop,uabk conduct or mmcnamocabditv ex. so amhfo dm v, wo 
comiue? had a direct NebxnorA to dm requested mhe£ Consolidated Afumimm v. Foseco 

m 



* \ . « , 290 US. 240(!933}t , , ^ _ _ . ^ m _ Circun 
found meqmtabie conduct sufficient for the court to hold ah of the patentsumstm 
unenforceable because the conduct at Issue had a direct relationship to those patents, id 
at S 12 . The , noted that > prosecution huaones of the oatemsomseh were 

^ ^ and that two of the patents were eomunmmer, o pan of the third patent. Id 
As in Consolidated Ahmmum, the pmem.so.msuit io the parent case are closely 
related such that a finding v> o conduct during the prosecution of the '592 

K s - > - examination wot ende t o P 

unenforceable. First and foremost, dm patents are genealogically related descendants of 
the same original patent applications. The three patents share the same t.nvemors : relate 

* < - caU>««n ^eneenhceroeO geih«r. and * m assail 

together in this litigation. 

in addition, the conduct at issue wnh regard to the "502 aod *m patents and the 
' 53(> ^ ^ dears an 'hmmediate and necessary . * , t0 -he sonny sought by 
the paternee. namely the enforcement of the other patentsnmsub, to render them similarly 
turenfbrceable. hi at 3N-12. The paieotsornsait are so closely related char poor art 
i va mam ne of these is clearly relevant to each of me ethers Likewise am 
eusiwpreoousnou made regarding e pour arc reference or the scope of the chums ;n the 
pmsecmmn of one patent could have an impact en the other two. 

Mereoueu all three patents share common claim terms Thus, any argue: em by 
' N N " " 5 - N ^ e e ^ >c \o 

rneamtable conduct, would necessarily sheet hie other rwo patents as wed, 

h vthroCareH lm\ , - ' - > 

m02 Fateac Tmnts the hmhweeanhlrv of the Other Paumis»m~ 
Suit 
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both the AbA and '556 patent Specifically, ; , w e extern that ArAtmCareA conduct 
misrepresents the srgmncance of the Rons Ab| patent a, prior an to the '592 patent, this 

we » ^ , , v , s s Vv 

ess : hep that the ot eriwo >atet u > >e tub act o mexaut tenon and has he 
colons m oupact taoa ,ec w* ^ « e , _ ; ^ - , - r v% ^ , , ; e „ v ^ 
m- paiaatN Am „ maetb ^hat so ,c,t happened *nh mepen v Ag, _ ; 
could happen wbb respect to the A22 patent. 

.ArthroCareA na;sreptxtsa returns regarding the Roes ' m patent were made so m 
argument for patentabbby in an office action response during the prosecution of the '592 
patent. > nts ettuingage argument also appears in the '536 reexamination almost 
verbattm in en office acmo died by dm Examiner demure the tact that the argument o nm 
made m earn recorded ArthroCem submission during the mexarmtmuon. f Exhibit S) {It. 
?2!)(D ^n ExaotinarbuseofArrhroCe 

g*. tfrott he S92 pats t o ©t ow$ these i 

dst direc > related to she 55c reexamircmoa and in fact had an impact or those 
proceedings, and could wed have a similar impact wrth respect to proceedings concerning 
the '882 patent. 

ad Armr t omd the tartausgo of cla v h s 8 

patent as n wtcs reqerred to do, the ertsnmg prosecution could web have aileeted the 

interpretation of AAecoxeaiA conduct o-e funcA a claim element which also appears -n 

the A82 and Ado patents to well. 

A boding of megebab A conduct durmg the prosecution of the Ada patent shou ld 

render A; three paiantso ;>:nm unentbrceahie. 

2, ArrhroCared laeyubadA CAudma In Anrtnccttos Wpg The 
Add Patent Taints the domrccabddv of Am Other Fateumdtn- 
Suit 
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material to ail duen of me paieoisorostm that could affect the vahduv of the claims of 
any or ai; of the dvree pamnte-m--SLU. F or seamed, froah A Xepheo d Ooenoie Bne; I 
Support of its Mooon tor Summary Judgment of Invalidity Baaed on Poor An (35 122. 
§| 102 and 103} (Do. 262 } provides material arguments regarding the validity of the 
^ v f all three paten urn cam 

dhorepreseatatioru aod emissions reistma to prior art to the seoceech nes of one- 
patent usmts the validity of closely reimed patents when such, prior art is also relevant to 
the claims of the closely related patents. Here, the arecereous made bv /dctheoCa.re ream 
to ; san> ot the .. ana tenets th o appeal h a e }A? eel AA2 peter 1 ret; uoetl > rtl roC ro 
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relevant to all throe patems-o.no on ; ode scope of the claims of all throe patents on -suit a 

s * ^ - N t toroe- uv^o ts af pAeaas 

d dndatgof oteouoable conduct during the prosecution ol the '$36 mexanamat; 

should render ail three patenteem-soo aneoforeeadle. 
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parent ease o reeuao to ano taunts tee val.Kluy et the oOuo patents ■ at omt AndroCare A 
oosropreseetatioos end oreuaeons relating to tee Certificate of Correction m the tmfa 
" t s; t c res; 5 te oeood.sbk etas o* ad a u-oero out 

oranaeons arc related to ore claims of the Cod and A 3d oatcros. Spec! fica.il v, thev relate 
t tat t s end in a three 

of the paaooe-oesan. Assy change or the pro sec at km oaoeh might adee; the 
interpretation of coder olAdese claim terms in the A82 patent would also street the same 
ternm in the other patents, 

29 



Thus, 3 Ondmgof me^m&bk conduci daring \ prosectors - AS3 
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partus m suit be declares unenforceable due to meq««able conouci. 
Daied: June 9, 200.3 . . ... \ x ( 
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